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DETAILED ACTION 
Response to Amendment 

Examiner acknowledges the reply filed 5/07/2007 in which claims 142 and 147 
were amended and claim 61 was cancelled. Currently claims 1-60 and 62-149 are 
pending for examination in this application with claims 1-49 and 109-141 are withdrawn 
from a previous election restriction. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 50-60, 62-107 and 142-149 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Elsberry et al. (6,094,598). Elsberry et al. discloses a method of treating 
movement disorders via brain stimulation. 

Regarding claims 50-60, 62-107 and 142-149, Elsberry et al. discloses a sensor 
(130, 38, 40) configured to be proximate to a first part of the body generating electric 
signals and to detect the electric signals, a first processor (100) connected to the sensor 
for processing detected electrical signals, a device (10) configured to receive the first 
control signal and be controlled by it, and a second (140) processor configured to 
generate a second signal based on a monitored parameter of the sensor to a first (10) 
and second device (16) with processor (200) to provide information relating to delivery 
of an agent, wherein the sensor is capable of detecting brain neural signals, voluntary 



Application/Control Number: 10/717,924 Page 3 

Art Unit: 3763 

control signals, nerve signals, tumor signals, EEG signals, neuron spikes and local field 
potentials (col 4, In 28-70, col 5, In 1-35) (see figures 1-2). The computer system is 
capable of using the control signal information to store data relating to agent delivery 
and control delivery based information for controlling in response to a sensed condition 
(col 5, In 35-70) with a drug (see tables 1-3) being dispensed from a selection of agents 
and dosages (col 5, In 45-70) via a agent delivery unit (10, col 6, In 1-10). Additionally, 
Elsberry et al. uses a digital-analog converter to convert the signals from sensed signals 
to control values for the agent delivery system (col 5, In 35-50). 

Claim Rejections - 35 USC § 1 03 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 60 is rejected under 35 U.S.C 103(a) as being unpatentable over Elsberry 

et al. in view of Shenoy et al. (6,731 ,964). Elsberry et al. meets the claim limitations as 

described above except for control over a prosthetic limb. 
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However, Shenoy et al. teaches methods of using processed neural signals. 

Regarding claim 60, Shenoy et al. teaches the use of sensed neural signals to 
control a prosthetic arm (Figure 1). 

At the time of the invention, it would have been obvious to add the functional limb 
control of Shenoy et al. to the system of Elsberry et al. in order to aid in movement 
control of patient who may be suffering from a muscular control disease. The 
references are analogous in the art and with the instant invention; therefore, a 
combination is proper. Therefore, one skilled in the art would have combined the 
teachings in the references in light of the disclosure of Shenoy et al. 

Claim Rejections - 35 USC § 103 

Claims 86, 88 and 108 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Elsberry et al. in view of Fischell et al. (2003/0139778). Elsberry et 
al. meets the claim limitations as described above except for wireless communication 
controller with a display. 

However, Fischell et al. teaches a response system for detection and treatment. 

Regarding claims 86, 88 and 108, Fischell et al. teaches a wireless control 
system (53,54) that uses a display system for external patient control over an implanted 
system (Figure 1). 

At the time of the invention, it would have been obvious to add the wireless 
controller of Fischell et al. to the system of Elsberry et al., because the wireless 
controller would allow for physician intervention without invasive surgery. The 
references are analogous in the art and with the instant invention; therefore, a 
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combination is proper. Therefore, one skilled in the art would have combined the 
teachings in the references in light of the disclosure of Fischell et al. 

Response to Arguments 
Applicant's arguments, see remarks, filed 5/07/2007, with respect to claims 98- 
102 have been fully considered and are persuasive. The objection of these claims has 
been withdrawn. 

Applicant's arguments filed 5/07/2007 have been fully considered but they are 
not persuasive. Applicant's Representative asserts that Elsberry et al. (6,094,598) fails 
to disclose at least a second processor configured to generate a second control signal 
based on a monitored parameter of a device and the processor configured to provide 
information relating the delivery of an agent to the body to second device based on the 
second control signal. 

Examiner has fully considered applicant's arguments but they are not persuasive. 
It is examiners position that given a careful reading, the claims do not distinguish over 
the prior art of record. 

Examiner asserts that Elsberry et al. (6,094,598) discloses the subject matter as 
claimed, regarding the second processor and device Examiner asserts that "...at least a 
second processor (140) configured to generate a second control signal based on a 
monitored parameter of a device (sensor 130) and the processor configured to provide 
information relating the delivery of an agent to the body to second device (16) based on 
the second control signal..." Regarding claim 50, the second processor (140) a A-D 
converter receives a control signal (sensor output) from the sensor (130) and converts it 
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to another control signal (modified sensor output) to which first processor (100) creates 
and output control signal which used to run the drug pump in closed loop drug delivery 
(col 8, In 10-20) (Figure 2). Examiner considers the electrical energy and input/output 
from each processor as a control signal for control over the pump assembly and 
electrical assembly. Regarding claim 142, Elsberry et al. discloses a second device 
(16) which is coupled the sensor (130) for additional treatment in conjunction with the 
first device (10) in which the processors (100, 140, 200) are interconnected to each 
through the sensor and different control signals sent to the devices (10,16) and 
therefore are interrelated to each other (cols 8-10) during treatment by either pre- 
programmed protocols or clinician access (Figure 2). 

The prior art of record teaches all elements as claimed and these elements 
satisfy all structural, functional, operational, and spatial limitations currently in the 
claims. Therefore the standing rejections are proper and maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher D. Koharski whose telephone number is 
571-272-7230. The examiner can normally be reached on 7:30am to 4:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Lucchesi can be reached on 571-272-4977. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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